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Appi. No. 10/022,640 
Amdt. dated November 20. 2003 
Reply to Office Action of August 28, 2003 

^REMARKS/ARGUMENTS 

Claim 16, (ike the withdrawn claims, Is canceled without prejudice to the filing of 
one or more continuation or contiiluation in part or divisional apptications. 

The phrase "absent coimpressive force" has been removed finom the 
specification. The Examiner has ^aid that the rejection of ciaims t and 2 as anticipated 
t^y Fabel would be reinstated updn removal of the "new matter^, and the rejection of 
claims 1-2 and 4 as unpatentat^e over Fat>el in view of Freedman also would be 
reinstated. 

Claims 1-2 and 4 are rejected under 35 USC 1 12 for reasons of record in paper 
No. 5. paragraph 13 and also for reasons of record in paper 4 paragraph IS of the 
previous Office Action, mailed Mar0h 26, 2003. 

Addressing the second groijinds of rejection, as to the paragraph No. 13 of the 
previous rejection, there are no Claims remaining in the case for examination that 
Involve a "firm" adhesive. As to the paragraph No. 15» as to what constitutes a "cold 
flow" adhesive, it is submitted that khe description In the application as filed is ample to 
advise those skilled in the art as to what Is meant by "cold flow". On page 4 of the 
Specification, it says: 

"Adhesive flow at ambient teinperature is called *'oold flow**. **Then when wound 

into a roil, the compressive force exerted on the labels of the convolutions, 
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particularly the inner convo/utioas, intensifies the extrusion of the adhesive 
beyond the ends of the \abkl" 
Similarly, on page 8, it says: 

"In any event, it will flow fit ambient temperatures, that is to say, It possesses 
cold flow charecteristics. dnd thus tends to exude or ooze laeyond the area to 
which it is rnitially applied, ; This characteristic becomes all the more pronounce 
when the adhesive layer is compressed." 

Cold-flow is defined by Wipbst^r's New International Dictionary - 2nd Edition, 
Unabridg^dr 1951 as, "to flow wh^n cold." Gold flow is defined in the glossary of terms 
of the Pressure Sensitive Tape bouncil as "The tendency of a pressure sensitive 
adhesive to act like a heavy viscoiis liquid over long periods of time. Such phenomena 
as oozing and increases in adttesion are the result of this characteristic.** See 
http://www.psto.org/pubncation/glosisary.php. Portions of the website, including the 
essential part of the glossary are ericlosed. 

It Is to be noted that Freed nian identifies the pressure sensitive adhesive it uses 
by manufacturer and trademai^, cblumn 18, lines 59-61- Fabel does not identify the 
adhesive at all, except as a "hot m^t adhesive." Column 5 line 59. A hot melt adhesive 
does not cold flow. 

Evidently, both Freed man and Fabel rely, property, on the knowledge of those 
skilled in the art, as does appHcant. \ 
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Emtech G1120 is described rn the Emtech literature, as an extremely aggressive 
permanent rubber-based adhesive, not recommended for intricate die cutting. See 
httpy/wvAAv.emtechfiJms.com/prodqcts/edhesive. A copy of a printout of an Emtech 
web^te describing G1120 is encllssed. An "extremely aggressive adheeive" is a very 
tacky adhesive, one which, as th^ specification indicates, exhibits cold flow, flow(ng at 
ambient, which is why the G1 120 1^ not recommended for Intricate die cutting. 

As to the rejection on Fabel; there is noting in Fabel to indicate that "^e adhesive 
can be njbber-based which woufd jinclude cold flow characteristrc." On the contrary, the 
only places that Fabel mentions adhesive, and it never identifies the adhesive by 
composition or manufacturer, It says, column 6 lines 11-13, "This border allows for 
'oozing or bleeding' of the adhesive when exposed to heat from a laser printer — " and at 
column 5 line 67-58. where It says fPreferably, an adhesive-free border can be provided 
to preclude oozing or bleeding of fidf-metf adhesive from the edges of the sheet, **". 

Evidently, Fabel finds no problem in controlling the flow of the hot melt adhesive 
in response to heating, to remairji within the border. Those skilled in this art are 
undoubtedly aware that the amourit of flow is a direct function of the thickness of the 
adhesive-the thicker the adhesive layer, the greater the margin must be. The same 
thing is true of the cold flow adhesive. 

Applicants are using cold flow adhesive because it provides superior adhesion to 
rubber tires, for example, but it poses the problem of creeping out the sides and ends of 
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the labels at ambient temperatures. Neither of the references faces the problem, and 

neither suggests any solution to tjhe problem that they did not face. Die cutting e cold 

flow adhesive, not a liner or face 4heet, is not obvious. The claims call fbr the adhesive 

layer to be die cut to define its boundaries. 

It Is submitted that the Exarhiner has not made a prima facie ca$e of antlcfpation 

as required under 35 U.S.C. §l02^b) in accordance with the MPEP, which states: 

"A claim is anttelpatetl only if each and every element as set forth In 
the claim is found, either Expressly or Inherently described, in a single 
prior art reference. 'Veide^aal Bros. V. Union Oil Co. of California. 814 
F.2d 62B. 631. 2 U.S.?>.Q 2d. 1051, 1063 (Fed. CIr. 1987). MPEP 

§2131 

Fabei describes neither a c^ld flow adhesive nor an adhesive that Is die cut to 

define side and end margins that iare set inwardly, respectively, from the side and end 

margins of the fece sheet. Fab^i makes no suggestion of die cutting the adhesive, 

even a hot melt adhesive. It Is no^ obvious to die cut a cold flow adhesive. 

If the Examir>er should cohsider that the ciaims remaining in the case are 

unpatentable over Fabei in view of iFreedman, it is submitted that the Examiner has not 

established a prima facie case of Obviousness as required under the case law and in 

accordance with the MPEP, which sitates; 

To establish a prima fad& case of obviousness, three basic criteria 
must be met First, there must be some suggestion or motivation, either in 
the references themselves or in the knowledge generally available to one 
of ordinary si^ill in the art, to hiodify the reference or to combine reference 
teachings. Second, there must be a reasonable expectation of success. 
Firtaflv« the pri or art refereno^ (or references when combined) must teach 
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or suggest all of the cfairti limitations, in re VaecK 947 F.2d 488, 20 
U.S.P.Q.2d 1438 (Fed.. Gir 1991) See MPEP § 2143 - § 2143.03 for 
decisions pertinent to each of these criteria. MPEP § 706.02(i) (emphasis 
added). 

The MPEP also stat^: 
To establish prima facie obviousness of a claimed invention, all the ciaim 
limitations must be taught 6r suggested by the prior art. in re Royfca, 490 
F.2d 981, 180 U.S.P.Q.2d S80 (CCPA 1974). "All words in a claim must 
be considered in judging the patentability of that claim against the prior 
art." in Wiison, 424 F.2d 1382, 1385, 165 U.SP.Q. 494, 496 (CCPA 
1970), If an independent dlaim is nonobvious under 35 U.S.C. 103. ti^en 
anv claim depending thereffom is nonobvious. in re Fine, 837 F.2d 1071, 
5 U.S.P.Q.2d 1696 (Fed. Cif. 1988). MPEP § 2143.03 (emphasis added). 

Neither Fabel nor Freedmah suggests the use of cold flow adhesive, die cut to 

provide a free boundary. Freedrtian does not provide such a boundary, and Fabel 

discloses the use of a hot melt adhesive, the characteristics of which are different in 

vital respects from those of a ooldj flow adhesive, there being no creep or oozing until 

the adhesive is heated. Neither si^ggests die cutting the adhesive itself, and has been 

noted above, die cutting a cold ftov\^ adhesive is not obvious. 

For the reasons that tho&e skilled In the art win know exactly what the 

specrftcation means by cold flow! in this application, and that the dted art neither 

discloses nor suggests the subjedt matter of the claims remaining for examination in 

the case» reconsideration of the Gldn\i& and their aliowance are respectfully requested. 
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Respectfully submiited, 

POLSTER. LlEDea WOODRUFF, & LUCCHESI. L,C. 



Philip B. Polster 
Reg. No. 16554 
Tel.: (314)872-8118 
Fax: (314)991-2178 
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The Pressure Senstth/e Tape Council 

50 Years of Advancing Pressure Sensitive Tape« 1953^2003 

To better serve trie needs of the pressure sensitive adhesive tape indiistn/, the Pressure Sensitive Tape CounciJ 
(PSTC) has'developed this resgurce to enhance t/ie avaiiability of technical information within our industry. 
Available throughout ihe site is a variety of infornrsatlon, including detaiis regarding our most popular publicia^on. 
the 2002 » 03 Tape Products Directoiy. 
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Glossary of Terms 

The folJowing information is provided as a bdnefit to those who visit our web site. From A to Z, all industry related 
terms and definitions are listed betow. 

COLD FLOW 

The tendency of a pressure sensitive adhesive to act tike a heavy viscous liquid over tong periods of time. Such 
phenomena as ooxing irnd increases in adh^$ion are the resutt of this characteristic. 
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ICornorstt Pfonie 
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Employ ivMint 


??i'ni>OW<lff film $«»||<»E 

<iF(lm Seiies 

ProiMonim Series 
MuriMn Uiiiiiuc ritin!. 
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Product Inrordiiillcin.' 


Advanced Emulsion A(thosiv«s 
Selecting the irlght adhesives is an important first step In specifying th« best f«m label 
stocks for your appllcaclons. To do this, you must first consider environmental 
cor>dtk:ions, thie substrates to which the labels will be applied, and performance ai-id 
appearance requirements. 

Use th»s ad>-tej3lves Quieta to hegin ynyr seler:rion proce»ss. Tnen work with your 
Exntech Account Manager or Emtech Customer Service to determine the right 
facestock, adhesive and liner Combination for your applications. Call l-800~'4^22- 
ax 16 or e-mail iAfp®emtechfllms.c»>nrk. They'll make it easy with complete 
information, stamplefi, testing, ordering and shipment. 

Select AdtiB^tvq nryptftt 

j Permanent Rulil>er-Basod [ 

Click an adhiesive below for A listing Of products which use «hat adhesive. 


Unwr SeMictiori 
B Materia A{>pljr-aciiJ#v 
CrttrckflM. 
RttMuest Quot« 

|sc:r«ftn Prim fr^tSucttt 


ICpntMt L>C 
tntor>Tiotlvn Rv^suwl 


A«th««ivB/TypB 

Temp CF) 

T»nfwT"F> 

AdhflslM Detsiie. 

P«rmartent 
KuatMr-anMri 

$;>Ta 110 

-2S to 15C 

• Uen«rBl i*urpoH RufabwrtMUiiKl 

• etchttaits Excetlenc Quldc TkcM 

« High Uttlmate Adhesion t» a Wide Variety of Surfaces 

• Meacs Toy Labeling Specifications 

• Meets CONGG Soectfications 

LOW ^^^^^ energy Plastics, Corrugated, Waxy Surfaces, 

End Usiu- Muriel 

Toy i-abels. Drum Labels, Candlw CP4i4 LAbelO 
oescription 

^ 9«4->«ra1- purpose rubt>ei-baMd Adheslwa that exhibits excellent 
quick tacK cina man ulci>nat« «dheslon to a Mlde variety of 
Surfnces Including potyoleftii aiulMLraleK. tdaal for drum K»Del». 
Merts toy latMling M,vf CONEG SpwHfcMions. 

Pcrrin«in«rrt 
Rubber-BmcKl 

3 5 120 


' A9dressiv« Tack 
- mgt\ Peel 

Sut>scr»t«S 

Open CeMeo Foajn, Polyolenn 
End Usflr Markets 

Osscription 

A httgh pArfO(>man<« adhesive designed for uee fo demanding 
eovironrnerits where aggressive tacK and tiigh peel are reouired . 
This adhesive offiers excellent adhesion to potyot^n and foam 
sub»tr«ite&. 

Permiii'iei'iE 
Rubber Based 

to no 

-Z5 tu 155 

Feattares 

- Ultimate Adhesion to a Vi/»de Variety or Surfaces 

- General Purpose Rubberbased 

Textured Plastics, Uv Coaced Cbrrugabed, Rubber, 
Metat/Aluminunn, LOw Surface Energy Pla$ri<;s 
£nct Uftttr Markets 

□Ifficult Substrates, Waxy SurtbCcHt. Retread Tlfes, M«dl<2ar 
Foam, Rubber Hoses 

Oe*Cri(7tion 

TTHs Adhesive was specially dttdlyned fOT labeling tires when 
used with eir« w»5h. Exliibtts high iniCial tack yet resists edge 
breed and cold now. 

PermaiienL 
Rublier-Sssed 

40 to IZO 

-20 to 1-tQ 

- EKtreineiy Aggressive 

- Not Recammended for lnc<-tcaus Oie Cutting 
5»ubatf-»toe 

Rubber, Watty Sumices, Cancrete, Cr^re^/pmiees 
end User Markets 

TinM, Shtpping t.aMi» 
Descrl prion. 

An extremely aggm^fve rubber-based aanesive aeslqnaci ror 
use in Virm lAbH applications. Specially forniiiiatad for improved 
adhesion Iw Iwavlly micro -venced and "lolO rtztaase treaceo 
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